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DETAILED ACTION 

Specification 

1 . The use of trademarks, such as HELIZARIN® (P1 2/L29) and BAFIXAN® 
(P12/L31), has been noted in this application. It should be capitalized wherever they 
appear and be accompanied by the generic terminology. 

Although the use of trademarks is permissible in patent applications, the 
proprietary nature of the marks should be respected and every effort made to prevent 
their use in any manner which might adversely affect their validity as trademarks. 

Claim Objections 

2. Claim 16 is objected to because of the following informalities: 

The term "by weight" in parts a)-d) of the instant claim is unclear because it does 
not indicate the weight to which the weights of each component are compared. 
Appropriate correction is required. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claim 11 and 19 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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In claim 1 1 , the term "on average" in the instant claim renders the claim indefinite 
because one of ordinary would not be apprised as to what is being averaged. 

Claim 19 recites the limitation "the inkjet process" in line 1 and 3 of the claim. 
There is insufficient antecedent basis for this limitation in the claim. Correction of "the" 
to "an" is suggested. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

7. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

8. Claims 11-17 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Tsuchida et al (US PGPub 2002/0071941) in view of Thetford et al (WO 02/38645). 
With regards to claim 11 and 17, Tsuchida et al teaches teaches an aqueous 
liquor used for coating substrates for inkjet printing comprising: 
(A) one or more polycationic compounds ([0038]/L5-6, "poly 
(diallyldimethylammonium chloride)"), 

(C) optionally customary additives ([0041]/L4-7, "anti-foaming agent", "foam- 
inhibitor", "anti-fungus agent"), and 

(D) water ([0033]). 

Tsuchida et al also teaches that thickening agents ([0041 ]/L3) can be 
incorporated as an additive. 

However, while the reference teaches using a thickening agent, Tsuchida et al 
does not specifically disclose using (B) one or more associative thickeners of the 
general formula (I), (II) and/or (III) 
U-[-T-(M)y-]x-U (I) 
U-(M)y-U (II) 
U-T-U (III) 

where: (M)y is a unit derived from polyalkylene ether, M being an individual 
alkylene ether unit and y being from 1 to 100,000, T is in each occurrence the same or 
different unit derived from a diisocyanate, x is on average from 1 to 500, U is in each 



Application/Control Number: 10/529,078 Page 5 

Art Unit: 4145 

occurrence the same or different unit of at least 4 carbon atoms that is derived from 
aliphatic or aromatic alcohols, alkoxylated alcohols, thiols, amines or carboxylic acids. 

Thetford et al discloses the synthesis and use of various polyether/polyurethane 
association thickeners in polar media to provide good flow and leveling characteristics 
to water-borne coatings and latex systems (P1/L9-10). Thetford et al describes 
polyether/polyurethane association thickeners of formula (I) resulting from the reaction 
of polyalkylene mono alkyl ethers, such as nBuO PPG 340 (P5/L13) with a C 6 -C 3 o 
alk(en)ylsuccinic anhydride (P4/L18-19) followed by reaction of the resulting succinyl 
polyether with a polyisocyanate (P7/L1 3-1 5) followed by addition of an aliphatic alcohol, 
such as n-butanol (P8/L17-18) in which case Ui=n-butyl, T=polyisocyanate, (M)y= PPG 
340, 1)2= C6-C30 alk(en)ylsuccinate, and x=1 . Thetford et al also describes thickeners of 
formula (II), such as the product of reacting a C 6 -C 3 o alk(en)ylsuccinic anhydride 
(P4/L18-19) with a monofunctional polyether, such as a nBuO PPG 340 (P5/L14), in 
which case Ui=n-butyl, (M)y=PPG 240, and U 2 = C 6 -C 3 o alk(en)ylsuccinate as well as 
thickeners of formula (III), such as the product of reacting PEO amine 6000 with n- 
hexadecylsuccinic acid and then TDI (P9/L32), in which case Ui= PEO amine 6000, 
T=TDI, U2=n-hexadecylsuccinate). 

One of ordinary skill in the art at the time of invention would have recognized and 
used the thickeners of Thetford et al in the composition of Tsuchida et al with the 
predictable result of controlling the rheology of the coating described by Tsuchida et al. 
Since Tsuchida et al teaches the incorporation of a thickening agent to a composition 
comprising poly (diallyldimethylammonium chloride), it would have been obvious to one 
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of ordinary skill in the art to choose the thickeners of Thetford et al from a finite number 
of identified and predictable thickeners compatible with poly (diallyldimethylammonium 
chloride) to control the rheology of said composition. 

With regards to claims 12-15, modified Tsuchida et al teaches an aqueous 
pretreatment liquor as set forth above, wherein said polycationic compounds (A) are 
polymers or copolymers of diallyldialkylammonium monomers (Tsuchida et al, 
[0038]/L5-6, "poly (diallyldimethylammonium chloride)"); 

- wherein said polycationic compounds (A) are a diallyldimethylammonium 
chloride homopolymer (Tsuchida et al, [0038]/L5-6, "poly (diallyldimethylammonium 
chloride)"); 

- wherein said compounds of the general formula (I) are obtained from (i) 
polyetherdiols (Thetford et al, P4/L20-P5/L35; one of ordinary skill will recognize that 
polyalkyleneglycol monoalkyl ethers, monoamines, monoalkyl ether monoamines, and 
diamines can be obtained from the parent polyalkyleneglycol) (ii) diisocyanates 
(Thetford et al, P1/L26-33), and (iii) compounds, R of the general formula R-OH, R-SH, 
R-NH2, RR'NH or R-COOH, where R is a hydrophobic aliphatic or aromatic radical of at 
least 4 carbon atoms and R-OH may have been alkoxylated, and also further 
derivatives thereof that are capable of forming a urethane, thiourethane or urea bond 
(Thetford et al, P8/L18, "n-butanol"), said compounds of the formula (II) are obtained 
from (i) polyetherdiols (Thetford et al, P4/L20-P5/L35; one of ordinary skill would 
recognize that polyalkyleneglycol monoalkyl ethers, monoamines, monoalkyl ether 
monoamines, and diamines can be obtained from the parent polyalkyleneglycol) with 
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(iv) compounds of the general formula R-OH or R-COOH, where R is a hydrophobic 
aliphatic or aromatic radical of at least 4 carbon atoms and R-OH may have been 
alkoxylated, and also further derivatives thereof that are capable of forming an ether or 
ester bond (Thetford et al, P8/L18, "n-butanol"), and said compounds of the formula (III) 
are obtained from said compounds (ii) (Thetford et al, P1/L26-33) and (iii) (Thetford et 
al, P8/L18, "n-butanol"); 

- wherein said polyetherdiols (ii) are at least one selected from the group 
consisting of polyethylene glycol (Thetford et al, P5/L4-7), polypropylene glycol and 
polytetrahydrofuran and copolymers of ethylene oxide and propylene oxide (Thetford et 
al, P5/L8-1 1 ) or butylene oxide and terpolymers of ethylene oxide and propylene oxide 
and butylene oxide. 

With regards to claim 16, modified Tsuchida et al discloses all of the claim 
limitations set forth above. While the references teach an aqueous pretreatment liquor 
comprising polycationic compounds, thickeners, customary additives, and water, the 
references do not teach the weight percentages of each component. 

With regards to polycationic compounds, since the instant specification is silent 
to unexpected results, the weight percentage of polycationic compounds is not 
considered to confer patentability to the claim. As the level of dye fixing is a variable that 
can be modified by adjusting the amount of polycationic compounds in the composition, 
the weight percentage of polycationic compounds would have been considered a result 
effective variable by one having ordinary skill in the art at the time the invention was 
made. As such, without showing unexpected results, the claimed weight percentage 
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cannot be considered critical. Accordingly, one of ordinary skill in the art at the time the 
invention was made would have optimized, by routine experimentation, the weight 
percentage of polycationic compounds to achieve optimal dye fixation on the inkjet 
receiving substrate (In re Boesch, 617 F.2d. 272, 205 USPQ 215 (CCPA 1980)), since it 
has been held that where the general conditions of the claim are disclosed in the prior 
art, discovering the optimum or workable ranges involves only routine skill in the art. (In 
re Alter, 105 USPQ 223). 

With regards to water and thickeners, since the instant specification is silent to 
unexpected results, the weight percentage of water and thickeners is not considered to 
confer patentability to the claim. As the rheology of said composition is a variable that 
can be modified by adjusting the amount of water and thickener in the composition, the 
weight percentages of water and thickener would have been considered result effective 
variables by one having ordinary skill in the art at the time the invention was made. As 
such, without showing unexpected results, the claimed weight percentages cannot be 
considered critical. Accordingly, one of ordinary skill in the art at the time the invention 
was made would have optimized, by routine experimentation, the weight percentage of 
water and thickener to achieve the appropriate rheology desired for use on an inkjet- 
recording substrate (In re Boesch, 617 F.2d. 272, 205 USPQ 215 (CCPA 1980)), since 
it has been held that where the general conditions of the claim are disclosed in the prior 
art, discovering the optimum or workable ranges involves only routine skill in the art. (In 
re Alter, 105 USPQ 223). 
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With regards to customary additives, since the instant specification is silent to 
unexpected results, the weight percentage of customary additives is not considered to 
confer patentability to the claim. The look and ease of handling of said composition is a 
variable that can be modified by adjusting the amount of customary additives in the 
composition, the weight percentage of customary additives would have been considered 
a result effective variable by one having ordinary skill in the art at the time the invention 
was made. As such, without showing unexpected results, the claimed weight 
percentage cannot be considered critical. Accordingly, one of ordinary skill in the art at 
the time the invention was made would have optimized, by routine experimentation, the 
weight percentage of customary additives to achieve the appropriate look and handling 
characteristics desired for use on an inkjet-recording substrate {In re Boesch, 617 F.2d. 
272, 205 USPQ 215 (CCPA 1980)), since it has been held that where the general 
conditions of the claim are disclosed in the prior art, discovering the optimum or 
workable ranges involves only routine skill in the art. {In reAller, 105 USPQ 223). 
9. Claims 1 8-20 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Tsuchida et al (US PGPub 2002/0071941) in view of Thetford et al (WO 02/38645) as 
applied to claim 1 1 above and in further view of Aoki (US patent 5,976,673). 

With regards to claim 18, modified Tsuchida et al teaches a process for 
pretreating a substrate for inkjet printing, which comprises applying the aqueous 
pretreatment liquor as set forth above to said substrate and subsequently drying 
([0031 ]/L9, "drying") the impregnated substrate ([0063]). 
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However, modified Tsuchida et al does not teach the process wherein the 
substrate is a textile. 

Aoki discloses a similar process for pretreating a textile substrate (C10/L55, 
cloth) for inkjet printing, which comprises applying an aqueous pretreatment liquor to 
said substrate and subsequently drying the impregnated substrate (C10/L55-63). 

Therefore, it would have been obvious to one of ordinary skill in the art to use the 
textile substrate disclosed by Aoki in the process taught by modified Tsuchida et al 
because textile materials are known in the art to be suitable substrates for inkjet printing 
and would amount to nothing more than substitution of known materials for use in a 
known process. 

With regards to claim 19, modified Tsuchida et al teaches a process for printing a 
substrate by an inkjet process, which comprises applying the aqueous pretreatment set 
forth above, drying the impregnated substrate ([0063]) and printing said impregnated 
substrate by the inkjet process ([0097]). 

However, modified Tsuchida et al does not teach the process wherein the 
substrate is a textile. 

Aoki discloses a similar process for pretreating a textile substrate (C10/L55, 
cloth) for inkjet printing, which comprises applying an aqueous pretreatment liquor to 
said substrate and subsequently drying the impregnated substrate (C10/L55-63). 

Therefore, it would have been obvious to one of ordinary skill in the art to use the 
textile substrate disclosed by Aoki in the process taught by modified Tsuchida et al 
because textile materials are known in the art to be suitable substrates for inkjet printing 
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and would amount to nothing more than substitution of known materials for use in a 
known process. 

With regards to claim 20, modified Tsuchida et al teaches all the claim limitations 
as set forth above. Modified Tsuchida teaches the process used on the textile substrate 
of Aoki to obtain a printed textile substrate. 



Conclusion 

1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to RAYMOND CHUNG whose telephone number is 
(571 )270-3881 . The examiner can normally be reached on Monday-Thursday, 8am- 
5:30pm EST, Alt. Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Basia Ridley can be reached on (571) 272-1453. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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6 February 2008 



/Basia Ridley/ 

Supervisory Patent Examiner, Art Unit 4145 



